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DETAILED ACTION 

Examiner's Comments 
For applicant's information, apparently an originally submitted set of claims on May 31, 
2005 presented claims 1-20. The amendment to the claims of May 3 1, 2005 only addressed 
claims 1-18. For applicant's information, all claims need to be addressed in amendments. It is 
suggested that in reply to this office action, whether the claims are amended or not, that applicant 
resubmit the claims addressing all claims including claims 19-20. For purposes of examination it 
is presumed that claims 19-20 have been cancelled. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 4/7/2006 is in compliance with 
the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

Specification 

The specification is objected to because the applicant has not set forth a reference to the 
background of the invention, summary of the invention, brief description of the drawings, and 
the detailed description of the preferred embodiments. 

Furthermore, the following guidelines illustrate the preferred layout and content for 
patent applications. These guidelines are suggested for the applicant's use. The following section 
headings are preferably used within the specification where appropriate and each of the 
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numbered items should appear in upper case, without underlining or bold type, as section 
headings. 

1. Background of the Invention. 

2. Summary of the Invention. 

3. Brief Description of the Drawings. 

4. Detailed Description of the Preferred Embodiments. 

Specifically, applicant has not included any of the guidelines listed above and it is 
suggested that they be inserted into the specification where appropriate to provide additional 
clarity. 

Claim Rejections - 35 JJSC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Abitbol 
(20040100617) hereafter '617 in view of Berge et al (6369954) hereafter '954. 

Regarding claims 1 and 15 '617 discloses an ophthalmic apparatus for the testing of eye 
deviation of a patient's eyes(fig.2,abstract,par.[0014]), said apparatus comprising: a) a variable 
lens having an optical axis and refractive characteristics which cause alterations in direction of 
rays of light passing through the lens along predetermined incident paths(fig.2 or 
3,par.[0024][0027][0058]-[0060] the transmissive adaptive optical element "24" or "42" as the 
"variable lens"); b) control means for controlling the refractive characteristics of said variable 
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lens, during the measurement of a patient's eye deviation(fig.2,par.[0058]-[0060] the control unit 
"26" as the "control means"); and c) output means for outputting a data value indicative of a 
measured eye deviation for the patient(fig.2,par.[0058] output "32" as the "output means"), but 
does not specifically disclose the variable lens comprising a meniscus and a plurality of 
electrodes spaced about said optical axis, wherein said control means is adapted to achieve 
different meniscus shapes by a variation of a pattern of voltages applied across said plurality of 
electrodes, wherein said meniscus shapes are lens shapes having variable refractive 
characteristics and including at least approximately spherical or aspherical and at least 
approximately anamorphic lens shapes. '954 teaches that in a lens system that uses an applied 
voltage to vary the optical power of a variable lens(fig.3 or fig.6,abstract,col.3,ln. 33-39) that it is 
desirable for a variable lens to comprise a meniscus(fig.3,col.3,ln.33-39 the curve in the surface 
of liquid "11" as the "meniscus") and a plurality of electrodes spaced about said optical 
axis(fig.3 or fig.6,col.4,ln.21-53,col.5,ln.28-64, "75" "77" "78" "79" "17" as the "electrodes" 
and "O" as the "optical axis") wherein said control means is "adapted to" achieve different 
meniscus shapes by a variation of a pattern of voltages applied across said plurality of electrodes, 
wherein said meniscus shapes are lens shapes having variable refractive characteristics and 
including at least approximately spherical or aspherical and at least approximately anamorphic 
lens shapes(fig.3 or fig.6,col.4,ln.21-53,col.5,ln.28-64) for the purpose of providing a variable 
lens with sufficient utilization, efficient use, easy employment, simplified manufacturing and 
focus variation(col.l,ln.46-49). Therefore, it would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to have included the variable lens 
taught by 4 954 in the lens system of '617 since '954 teaches that in a lens system that uses an 
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applied voltage to vary the optical power of a variable lens that it is desirable for a variable lens 
to comprise a meniscus and a plurality of electrodes spaced about said optical axis wherein said 
control means is "adapted to" achieve different meniscus shapes by a variation of a pattern of 
voltages applied across said plurality of electrodes, wherein said meniscus shapes are lens shapes 
having variable refractive characteristics and including at least approximately spherical or 
aspherical and at least approximately anamorphic lens shapes for the purpose of providing a 
variable lens with sufficient utilization, efficient use, easy employment, simplified 
manufacturing and focus variation. 

Note: it has been held that the recitation that an element is "adapted to" perform a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Regarding claim 2, '617 and '954 discloses and teach as set forth above and '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include a meniscus separating a layer of a first 
fluid and a layer of a different, second fluid for the purpose of providing a variable lens with 
sufficient utilization, efficient use, easy employment, and simplified manufacturing(fig.3 or fig.6 
col. 1, In. 46-49). Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to have included the variable lens taught by '954 in the lens 
system of '617 since '954 further teaches that in a lens system which uses an applied voltage to 
vary the optical power of a variable lens that it is further desirable to also include a meniscus 
separating a layer of a first fluid and a layer of a different, second fluid for the purpose of 
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providing a variable lens with sufficient utilization, efficient use, easy employment, and 
simplified manufacturing. 

Regarding claim 3/617 and '954 discloses and teach as set forth above and '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include refractive characteristics of the lens shapes 
that are variable by variation of said pattern of voltages applied across the electrodes for the 
purpose of providing focus variation(fig.3 or 6,col.3,ln.33-39,col.4,ln.44-53). Therefore, it would 
have been obvious to a person having ordinary skill in the art at the time the invention was made 
to have included the variable lens taught by '954 in the lens system of '617 since '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include refractive characteristics of the lens shapes 
that are variable by variation of said pattern of voltages applied across the electrodes for the 
purpose of providing focus variation. 

Regarding claim 4, '617 and '954 discloses and teach as set forth above and '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include wherein said plurality of electrodes 
comprise one or more pairs of electrodes, and the members of each said pair are located on 
opposite sides of said optical axis for the purpose of varying the shape of the lens thereby 
providing focus variation(fig.3 or 6,col.3,ln.33-39,col.4,ln. 44-53). Therefore, it would have been 
obvious to a person having ordinary skill in the art at the time the invention was made to have 
included the variable lens taught by '954 in the lens system of '617 since '954 further teaches 
that in a lens system which uses an applied voltage to vary the optical power of a variable lens 
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that it is further desirable to also include wherein said plurality of electrodes comprise one or 
more pairs of electrodes, and the members of each said pair are located on opposite sides of said 
optical axis for the purpose of varying the shape of the lens thereby providing focus variation. 

Regarding claim 5 '617 and '954 discloses and teach as set forth above and '617 further 
discloses, the apparatus according to claim 1, comprising means for rotating the variable lens 
about the optical axis(fig.6a-6b,par.[0065]). 

Regarding claim 6, '617 and '954 disclose and teach as set forth above wherein said 
control means is "adapted to" rotate the pattern of applied electrode voltages about the optical 
axis. Note: it has been held that the recitation that an element is "adapted to" perform a function 
is not a positive limitation but only requires the ability to so perform. It does not constitute a 
limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Regarding claim 7 '617 and '954 discloses and teach as set forth above and '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include a plurality of electrodes that include a 
substantially cylindrical electrode configuration for the purpose of varying the shape of the lens 
thereby providing focus variation(fig.3 or 6,col.3,ln.33-39,col.4,ln. 30-53). Therefore, it would 
have been obvious to a person having ordinary skill in the art at the time the invention was made 
to have included the variable lens taught by '954 in the lens system of '617 since '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include a plurality of electrodes that include a 
substantially cylindrical electrode configuration for the purpose of varying the shape of the lens 
thereby providing focus variation. 
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Regarding claims 8 and 18 '617 and '954 discloses and teach as set forth above and 
'617 further discloses, the apparatus according to 1, wherein said output means is arranged to 
output a data value to be included in at least part of an ophthalmic prescription to be produced 
for the patient(fig.2,par.[0019][0058] "32" as the "output means"). 

Regarding claims 9 and 16 c 617 and c 954 discloses and teach as set forth above and '617 
further discloses, the apparatus according 1, further comprising a testing object comprising 
ophthalmic indicia for viewing by a patient during the testing of eye 
deviation(fig.2,par.[0058][0059] test card "22" as the "testing object"). 

Regarding claim 10 '617 and '954 discloses and teach as set forth above and '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include at least approximately anamorphic lens . 
shapes that include at least approximately cylindrical and at least approximately 
spherocylindrical lens shapes for the purpose of providing sufficient utilization, efficient use, 
easy employment, and simplified manufacturing of the variable lens(fig.3 and fig.6,col.l,ln.46- 
49). Therefore, it would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have included the variable lens taught by '954 in the lens system of 
'617 since '954 further teaches that in a lens system which uses an applied voltage to vary the 
optical power of a variable lens that it is further desirable to also include at least approximately 
anamorphic lens shapes that include at least approximately cylindrical and at least approximately 
spherocylindrical lens shapes for the purpose of providing sufficient utilization, efficient use, 
easy employment, and simplified manufacturing of the variable lens. 
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Regarding claim 11 '617 and c 954 discloses and teach as set forth above, the apparatus 
according to 1, wherein said control means is "adapted to" provide, in one refractive state, a lens 
shape having a focal power of a negative value. Note: it has been held that the recitation that an 
element is "adapted to" perform a function is not a positive limitation but only requires the 
ability to so perform. It does not constitute a limitation in any patentable sense. In re Hutchison, 
69 USPQ 138. 

Regarding claim 12 '617 and '954 discloses and teach as set forth above and '954 further 
teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include an apparatus according to claim 1, wherein 
said control means is "adapted to" provide, in one refractive state, a lens shape having a focal 
power of a positive value for the purpose of providing focus variation(fig.3 and 6). Therefore, it 
would have been obvious to a person having ordinary skill in the art at the time the invention was 
made to have included the variable lens taught by '954 in the lens system of '617 since '954 
further teaches that in a lens system which uses an applied voltage to vary the optical power of a 
variable lens that it is further desirable to also include an apparatus according to claim 1, wherein 
said control means is "adapted to" provide, in one refractive state, a lens shape having a focal 
power of a positive value for the purpose of providing focus variation. Note: it has been held that 
the recitation that an element is "adapted to" perform a function is not a positive limitation but 
only requires the ability to so perform. It does not constitute a limitation in any patentable sense. 
In re Hutchison, 69 USPQ 138. 

• Regarding claim 13 '617 and '954 discloses and teach as set forth above and the prior art 
disclosed in '617 further teaches a head mounting means for positioning various lenses in a 
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desired configuration relative to the patient's eyes for the purpose of providing a hands free 
visual acuity examination system(fig.l, par. [0002] [0056] trial frames "14" as the "head mounting 
means"). Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have included the variable lens taught by '954 in the form of a 
head mounted system since the prior art disclosed in '617 further teaches a head mounting means 
for positioning various lenses in a desired configuration relative to the patient's eyes for the 
purpose of providing a hands free visual acuity examination system. 

Regarding claim 14 '617 and '954 discloses and teach as set forth above and '617 further 
discloses, the apparatus according to 1, further comprising one or more non-variable solid lenses 
which are positionable so as to share the optical axis of said variable lens(fig.3, par.[0060]- 
[0061] lens "40" as the "solid lens"). 

Regarding claim 17 '617 and '954 discloses and teach as set forth above and '617 further 
discloses, a method according to claim 15, wherein the data value indicative of a measured eye 
deviation for the patient is recorded when the patient can view the ophthalmic indicia at a level 
of ability at least matching a predetermined threshold of viewing ability(fig.2 par.[0058]). 

Conclusion 

Blum et al. (6733 130), Feenstra et al.(20050253779), and Nose et al.(4887897) are being 
cited herein to show a reference(s) that disclose some similar features to that of the claimed 
invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James C. Jones whose telephone number is (571) 270-1278. The 
examiner can normally be reached on Monday thru Friday, 8 a.m. to 5 p.m. est. time. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Mack can be reached on (571) 272-2333. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JORDAN SCHWARTZ 
PRIMARY EXAMINER 



